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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S. C, 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the apphcant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for piuposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 1 1-20,23-25,27-29 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Wood et al. (US 6,091,808). 

As to Claim 1 1, with respect to Figurel-3, Wood teaches a method for providing a telephone 
number on a pubUc telephone network from a personal directory stored on a computer network, 
the method comprising the steps of: 

establishing a connection from a personal directory subscriber, 12, to a translation 
server, 22, that holds a computer network address for a personal directory of the subscriber, the 
personal directory of the subscriber containing a plurality of pairs of names and corresponding 
telephone numbers (Figure 3, label 84), at least one of the plurality of pairs being populated by 
the caller (Figure 3, label 80); 

connecting the translation server to a computer network address of the personal 
directory of the subscriber (Figure 3); 
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retrieving information from the personal directory at the computer network address, 
the retrieved information comprising at least one of a telephone number and one of the plurality 
of pairs of names and corresponding telephone numbers (Figure 3 and Col. 6, lines 18-41), and 

entering and editing by the subscriber (confirming by the caller) at least one aspect of 
the retrieved information (Col. 6, Unes 50-55, 66-67). 

As to Claim 12, Wood teaches the method of claim 1 1, further comprising the step of searching 
a memory m the translation server for the computer network address of the personal directory of 
the subscriber (Col. 6, lines 32-36). 

As to Claim 13, Wood teaches the method of claim 1 1, wherein the step of confirming comprises 
confirming, by the caller, the telephone number associated with the retrieved information (Col. 6, 
lines 50-55). 

As to Claim 14, Wood teaches the method of claim 1 1, wherein the step of confirming comprises 
confirming, by the caller, the name associated with the retrieved information (Col. 6, Unes 18- 
24). 



As to Claim 15, Wood teaches the method of claim 1 1, wherein the connection is a voice path 
(Col. 7, hnes 1-5). 
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As to Claim 16, Wood teaches the method of claim 1 1, further comprising the step of 
automatically dialing the retrieved number after the step if confirming (Col. 7, lines 1-5). 

As to Claims 17-19, with respect to Figures 1-3, Wood teaches a personal directory system, 
comprising: 

a translation server, 22, responsive to a caller, for searching a plurality of stored 
computer addresses for a computer address corresponding to the caller and establishing a 
connection, via a computer network, 20, with the corresponding address (Col. 6, lines 1-15); and 

a web page manager (personal directory server), associated with the corresponding 
address and responsive to the translation server, for storing a plurality of personal directories, 
each personal directory comprising personal directory entries, at least one of the personal 
directory entries being populated by the caller, and for accessing a personal directory 
corresponding to the caller, whereby information associated with a selected personal directory 
entry may be provided to and confirmed by the caller from the personal directory corresponding 
to the caUer (Col 6, lines 18-42, 50-55,66-67), 

As to Claim 20, Wood teaches the personal directory system of claim 18, wherein the 
translation server is fiirther configured to receive a call from the switch requesting access to the 
caller's personal directory (Col. 6, lines 62-66 and Figure 2, label 24). 
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As to Claim 23, Wood teaches the system of claim 17, fiirther comprising a caller identification 
module, responsive to the caller, for identifying the caller to the translation server, to associate 
the caller with one of the stored computer addresses (Col. 6, lines 56-60). 

As to Claim 24, Wood teaches the system of claim 17, wherein the translation server is further 
configured to be responsive to the personal directory server to automatically dial the selected 
personal directory entry (Col. 7, lines 1-6). 

As to Claim 25, with respect to Figures 1-3, Wood teaches a personal directory server 
comprising: 

means for storing a plurality of personal directories, each personal directory including a 
plurality of personal directory entries, wherein at least one of the personal directory entries 
includes a telephone number provided by a subscriber associated with the personal directory 
(Figure 3); 

means for associating a caller with one of the personal directories (Figure 3); 

means for corresponding one of the personal directory entries with a selected personal 
directory entry provided by the caller (Figure 3); and 

means for confirming by the caller the corresponding one of the personal directory entries 
with the selected personal directory entry provided by the caller (Figure 3 and Col. 6, lines 1-17). 
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As to Claim 27, Wood teaches the personal directory server of claim 25, wherein each personal 
directory comprises a plurality of pairs of names of telephony subscribers and their 
corresponding telephone numbers (Figure 3). 

As to Claim 28, Wood teaches the personal directory server of claim 25, wherein the personal 
directory server further comprises means for searching the stored telephone numbers in the 
personal directory of the subscriber for a desired telephone number (Col. 6, lines 32-38). 

As to Claim 29, Wood teaches the personal directory server of claim 25, wherein the personal 
directory server further comprises means for transmitting a selected stored number in response to 
a request for the number (Col. 6, lines 32-38). 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. This apphcation currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. AppUcant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 



Application/Control Number: 10/777,696 Page 7 

Art Unit: 2645 

invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

5. Claims 1 1-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over Gersberg 
et al. (US 6,052,439) in view of Gersberg et al. (US 6,229,810) and further in view of Furman 
et al. (US 6,049,594). 

As to Claims 11,13-16, with respect to Figures 1 and 5, Gersberg '439 teaches a method for 
providing a telephone number on a public telephone network from a personal directory stored on 
a computer network, the method comprising the steps of: 

establishing a connection from a personal directory subscriber, 130, to a translation 
server, 36, that holds a computer network address for a personal directory of the subscriber (Col. 
8, Imes 25-30), the personal directory of the subscriber containing a plurality of pairs of names 
and corresponding telephone numbers (Col. 7, lines 62-66, Col. 8, lines 31-34), at least one of 
the plurality of pairs being populated by the caller (Col. 8, Unes 49-52); 

connecting the translation server to a computer network address of the personal 
directory of the subscriber (Col. 8, lines 25-30); 

retrieving information from the personal directory at the computer network adidress, 
the retrieved information comprising at least one of a telephone number and one of the pluraUty 
of pairs of names and corresponding telephone numbers (Col. 8, lines 12-25), and 

selecting a Usting at least one aspect of the retrieved information (Col. 8, lines 31-35); 

Gerszberg '439 does not teach the following limitations: 
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"computer network address" and "confirming by the caller" 
However, it is obvious that Gerszberg '439 suggests the limitations. This is because 
Gerszberg '439 teaches web links and displaying search results for caller selections (Col. 8, 
lines 26-37). Gerszberg '810 teaches personal directories with names, phones and computer 
addresses (Col. 24, lines 41-57). Furman teaches special codes for canceling wrong recognized 
numbers and implicit confirming correct recognized numbers (Col. 13, lines 39-49). Having the 
cited analogous art at the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to add computer addresses and implicit confirmation to Gerszberg '439 
invention for identifying subscribers contacts as taught by Gerszberg's 810 invention and for 
correct usage as taught by Furman's invention in order to provide directory services to 
subscribers. 

As to Claim 12, Gerszberg '439 teaches the method of claim 1 1, further comprising the step of 
searching a memory in the translation server for the computer network address of the personal 
directory of the subscriber (Col. 8, lines 25-30). 

As to Claims 17-19,22,25,27-29, with respect to Figures 1 and 5, Gerszberg '439 teaches a 
personal directory system, comprising: 

a translation server responsive to a caller, for searching a plurality of stored computer 
addresses for a computer address corresponding to the caller and establishing a connection, via a 
computer network with the corresponding address (Col. 8, Unes 25-30); and 
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a personal directory server, associated with the corresponding address and responsive to 
the translation server, for storing a plurality of personal directories, each personal directory 
comprising personal directory entries, at least one of the personal directory entries being 
populated by the caller, and for accessmg a personal directory corresponding to the caller, 
whereby information associated with a selected personal directory entry may be provided to and 
confirmed by the caller from the personal directory corresponding to the caller (Col. 8, lines 26- 
52); 

Gerszberg '439 does not teach the following hmitations: 

"computer network address" and "confirming by the caller" 

However, it is obvious that Gerszberg '439 suggests the limitations. This is because 
Gerszberg *439 teaches web links and displaying search results for caller selections (Col. 8, 
lines 26-37). Gerszberg '810 teaches personal directories with names, phones and computer 
addresses (Col. 24, lines 41-57). Furman teaches special codes for canceling wrong recognized 
numbers and implicit confirming correct recognized numbers (Col. 13, Unes 39-49). Having the 
cited analogous art at the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to add computer addresses and implicit confirmation to Gerszberg *439 
invention for identifying subscribers contacts as taught by Gerszberg's 810 mvention and for 
correct usage as taught by Furman 's mvention in order to provide directory services to 
subscribers. 



Application/Control Number: 10/777,696 Page 10 

Art Unit: 2645 

As to Claim 20, Gerszberg '439 teaches the personal directory system of claim 18, wherein the 
translation server is further configured to receive a call from the switch requestmg access to the 
caller's personal directory (Col. 7, Unes 62-68 and Col. 8, Unes 1-6). 

As to Claim 21, Gerszberg '439 teaches the system of claim 17, further comprismg a text-to- 
speech module, responsive to the personal directory server, for converting the selected personal 
directory entry to at least one of a name or telephone number (Col. 8, Unes 22-25). 

As to Claim 23, Gerszberg '439 teaches the system of claim 17, further comprising a caller 
identification module, responsive to the caller, for identifying the caller to the translation server, 
to associate the caller with one of the stored computer addresses (Col. 8, lines 41-44). 

As to Claim 24, Gerszberg '439 teaches the system of claim 17, wherein the translation server is 
further configured to be responsive to the personal directory server to automatically dial the 
selected personal directory entry (Col. 8, lines 33-35). 

As to Claim 26, Gerszberg '439 teaches the personal directory server of claim 25, wherein the 
means for storing a plurality of personal directories is configured to store the personal directories 
at different network addresses (Col. 8, lines 25-27). 
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Conclusion 



6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Bolduc et al. (US 6,404,877) teach announcing directory listings to callers. 

Uppaluru (US 5,915,001) teach storing caller information in distributed pages on the Internet. 

7. Any response to this action should be mailed to: 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Allan Hoosain whose telephone number is (703) 305-4012. The 
exammer can normally be reached on Monday to Friday from 8 am to 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang, can be reached on (703) 305-4895. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 305-3900. 



Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
or faxed to: 



(703) 872-9314, (for formal communications intended for entry) 



Or: 



(703) 306-0377 (for customer service assistance) 



Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal Drive, 
Arlington. VA., Sixth Floor (Receptionist). 



AllWIaoosain 
Primary Examiner 




3/7/05 



